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DETAILED ACTION 

1 . The following is a non-final, first office action on the merits. Claims 1 -41 , as 
originally filed, are currently pending and have been considered below. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-35, 40, and 41 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Regarding claims 1-35, 40, and 41, as best understood, it appears that the 
claimed method steps or processes are not statutory. Based on Supreme Court 
precedent 1 and Federal Circuit decisions a §101 process must 

(1) be meaningfully tied to another statutory class (such as a particular 
apparatus) or 

(2) transform underlying subject matter (such as an article or materials) to 
a different state or thing. 2 

The independent claim is directed towards steps of "receiving", "providing", and 
"publishing". Since the claims are directed to a method or a process without imposing 
meaningful limits on the method claim's scope (beyond data gathering and outputting, 
as two examples), these claims are non-statutory. 

1 Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S, 584, 588 n.9 (1978); Gottschalk 
v. Benson, 409 U.S, 63, 70 (197); Cochrane v. Deener, 94 U.S, 780, 787-88 (1876). 

2 The Supreme Court recognized that this test is not necessarily fixed or permanenet and may evolve with 
technological advance. Gottschalk v. Benson, 409 U.S 63, 71 (1972). 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1-12, 26-34, 36, 40, and 41 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Anderson et al. (US 2004/0167928). 

As per Claim 1: 

Anderson et al. discloses a method for providing web page content, comprising: 
receiving user data (see paragraph [0029]); 
providing at least a portion of said user data to an ad network; 
receiving electronic data from said ad network (see paragraph [0037]); and 
publishing web page content on a web page, wherein said web page content is 
based at least in part on said electronic data (see paragraphs [0046], [0051]). 
As per Claim 2: 

Anderson et al. discloses said publishing comprises: generating web page 
content by use of said electronic data (see paragraph [0062]). 
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As per Claim 3: 

Anderson et al. discloses said generated web page content comprises 
generating an ad (see paragraph [0062]). 
As per Claim 4: 

Anderson et al. discloses said ad comprises a text-based ad (see paragraph 
[0028]). 

As per Claim 5: 

Anderson et al. discloses said receiving user data further comprises being 
provided with electronic data, wherein said electronic data comprises data provided by a 
user (see paragraph [0029]). 

As per Claim 6: 

Anderson et al. discloses said data provided by a user comprises one or more 
search terms (see paragraph [0029]). 
As per Claim 7: 

Anderson et al. discloses said data provided by a user comprises at least a 
portion of a Uniform Resource Locator (URL), wherein said URL identifies a web page 
requested by a user (see paragraphs [0046], [0051]). 

As per Claim 8: 

Anderson et al. discloses said web page requested by a user comprises a first 
web page (see paragraphs [0046], [0051]). 
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As per Claim 9: 

Anderson et al. said publishing web page content comprises publishing web 
page content on a second web page (see paragraphs [0046], [0051]). 
As per Claim 10: 

Anderson et al. discloses said first and said second web page are associated 
with differing URLs (see paragraphs [0046], [0051]). 
As per Claim 11: 

Anderson et al. discloses said first web page comprises a search engine web 
page (see paragraphs [0014], [0032]). 
As per Claim 12: 

Anderson et al. discloses said second web page comprises a publisher web page 
(see paragraph [0065], and Table on page 8). 
As per Claim 26: 

Anderson et al. discloses a method for providing web page content, comprising: 
receiving user data (see paragraph [0029]); 
providing at least a portion of said user data to an ad network; 
receiving electronic data from said ad network (see paragraph [0037]); and 
publishing an ad on said web site, said ad being based at least in part on said 
electronic data (see paragraphs [0046], [0051]). 
As per Claim 27: 

Anderson et al. discloses said publishing comprises: generating said ad by use of 
said electronic data (see paragraph [0062]). 
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As per Claim 28: 

Anderson et al. discloses said ad comprises a text-based ad (see paragraph 
[0028]). 

As per Claim 29: 

Anderson et al. discloses said receiving user data further comprises being 
provided with electronic data, wherein said electronic data comprises data provided by a 
user (see paragraph [0029]). 

As per Claim 30: 

Anderson et al. discloses said data provided by a user comprises at least a 
portion of a Uniform Resource Locator (URL), wherein said URL identifies a user 
requested web site (see paragraphs [0046], [0051]). 

As per Claim 31: 

Anderson et al. discloses said user requested web site comprises a first web site 
(see paragraphs [0046], [0051]). 
As per Claim 32: 

Anderson et al. discloses said first web site comprises a search engine web site 
(see paragraphs [0014], [0032]). 
As per Claim 33: 

Anderson et al. discloses said web site publishing said ad comprises a second 
web site (see paragraphs [001 1], [0014]). 
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As per Claim 34: 

Anderson et al. discloses said second web site includes ads from multiple 
advertisers (see paragraphs [0011], [0014]). 
As per Claim 36: 

Anderson et al. discloses a system, comprising: 
a web server; 

a web site, wherein said web site is embodied at least partially on said web 
server, and wherein said web site is capable of being accessed by a user; 

an ad network, said ad network comprising multiple web servers; 

said web site server being capable of sending electronic data to one or more web 
servers of said ad network, wherein said electronic data is based at least in part on data 
provided by said user, and wherein said one or more web servers of said ad network 
being capable of returning electronic data to said web site server, wherein said returned 
electronic data is based at least in part on said data provided by said user (see 
paragraphs [0029], [0037], [0046], [0051]). 

As per Claim 40: 

Anderson et al. discloses a web page, comprising: 

web page content, said web page content further comprising one or more ads, 
wherein said one or more ads are provided by an ad network, wherein said one or more 
ads are based at least in part on a Uniform Resource Locator (URL) associated with the 
web page (see paragraphs [0029], [0037], [0046], [0051]). 
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As per Claim 41: 

Anderson et al. discloses said one or more ads comprise one or more text-based 
ads (see paragraph [0028]). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 13-25, 35, and 37-39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Anderson et al. (US 2004/0167928), in view of Murphy (US 
6,615,247). 

As per Claim 13: 

Anderson et al. does not explicitly disclose said ad network is capable of parsing 
at least a portion of said user data. 

However, Murphy discloses said ad network is capable of parsing at least a 
portion of said user data (see col 4, lines 6-16 and claim 1). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to add parsing of user data to the system of 
Anderson et al.. One would have been motivated to do this in order to make 
appropriate inferences about customer's needs. 
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As per Claim 14: 

Anderson et al. does not explicitly disclose said receiving electronic data from 
said ad network comprises: determining a correlation for at least a portion of the parsed 
data, wherein said correlation may be based, at least in part, on one or more database 
queries. 

However, Murphy discloses said receiving electronic data from said ad network 
comprises: determining a correlation for at least a portion of the parsed data, wherein 
said correlation may be based, at least in part, on one or more database queries (see 
col 4, lines 50-64). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to add parsing of customer data and correlation 
with respect to database queries to the system of Anderson et al.. One would have 
been motivated to do this in order to make appropriate inferences about customer's 
needs. 

As per Claim 15: 

Anderson et al. does not explicitly disclose said receiving electronic data further 
comprises being provided with correlation results, wherein said correlation results are 
determined by said ad network. 

However, Murphy discloses said receiving electronic data further comprises 
being provided with correlation results, wherein said correlation results are determined 
by said ad network (see col 4, lines 50-64). 
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Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to add correlation results, wherein said correlation 
results are determined by said ad network the system of Anderson et al.. One would 
have been motivated to do this in order to provide appropriate ads to the customer. 

As per Claim 16: 

Anderson et al. does not explicitly disclose said correlation results comprise data 
identifying an ad. 

However, Murphy discloses said correlation results comprise data identifying an 
ad (see col 4, lines 50-64). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to add correlation results comprise data identifying 
an ad to the system of Anderson et al.. One would have been motivated to do this in 
order to provide the appropriate advertising to customers. 

As per Claim 17: 

Anderson et al. does not explicitly disclose said data identifying an ad comprises 
ad content. 

However, Murphy discloses said data identifying an ad comprises ad content 
(see col 4, lines 50-64). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to add said data identifying an ad comprises ad 
content to the system of Anderson et al.. One would have been motivated to do this 
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in order to provide the appropriate advertising to customers such as for goods and 
for services. 

As per Claim 18: 

Anderson et al. discloses a method for providing web page content, comprising:: 

receiving user data at a first web page (see paragraph [0029]); 

and providing one or more sets of electronic data, based at least in part on said 
query to a second web page (see paragraphs [0014], [0046], [0051]). 

Anderson et al. does not explicitly disclose parsing at least a portion of the user 
data; querying one or more databases with at least a portion of the parsed data. 

However, Murphy discloses parsing at least a portion of the user data; querying 
one or more databases with at least a portion of the parsed data (see col 4, lines 6-16 
and claim 1). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to add parsing of user data to the system of 
Anderson et al.. One would have been motivated to do this in order to make 
appropriate inferences about customer's needs. 

As per Claim 19: 

Anderson et al. discloses said receiving user data comprises receiving at least 
one query term; wherein said querying comprises querying by use of said at least one 
query term; and wherein providing one or more sets of electronic data comprises 
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providing a generated ad in the form of electronic data to said second web page (see 
paragraphs [0014], [0046], [0051]). 
As per Claim 20: 

Anderson et al. discloses said user data is received from a publisher web site 
that includes said first web page (see paragraphs [0046], [0051]). 
As per Claim 21: 

Anderson et al. discloses said user data comprises one or more search terms 
(see paragraphs [0014], [0032], [0029]). 
As per Claim 22: 

Anderson et al. discloses said one or more sets of electronic data comprise one 
or more ads (see paragraphs [001 1], [0014]). 
As per Claim 23: 

Anderson et al. discloses said one or more ads comprise one or more text- 
based ads (see paragraphs [0028]). 
As per Claim 24: 

Anderson et al. discloses said data received comprises at least a portion of a 
Uniform Resource Locator (URL), wherein said URL identifies a web page requested by 
a user (see paragraphs [0046], [0051]). 

As per Claim 25: 

Anderson et al. does not explicitly disclose said querying comprises determining 
a correlation between said received data and data stored in one or more databases. 
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However, Murphy discloses said querying comprises determining a correlation 
between said received data and data stored in one or more databases (see col 4, lines 
6-16 and claim 1). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to add determining a correlation between said 
received data and data stored in one or more databases to the system of Anderson et 
aL One would have been motivated to do this in order to make appropriate 
inferences about customer's needs. 

As per Claim 35: 

Anderson et al. does not explicitly disclose said web server is further configured 
to, in operation: at least partially parse said user data; and determine a correlation for at 
least a portion of the parsed data, wherein said correlation may be based, at least in 
part, on one or more database queries. 

However, Murphy discloses said web server is further configured to, in operation: 
at least partially parse said user data; and determine a correlation for at least a portion 
of the parsed data, wherein said correlation may be based, at least in part, on one or 
more database queries (see col 4, lines 6-16, and col 4, lines 50-64 and claim 1). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to add determining a correlation between said 
received data and data stored in one or more databases to the system of Anderson et 
al.. One would have been motivated to do this in order to make appropriate 
inferences about customer's needs. 
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As per Claim 37: 

Anderson et al. discloses said one or more web servers of said ad network are 
capable of returning electronic data in the form of one or more ads (see paragraphs 
[0028], [0029]). 

As per Claim 38: 

Anderson et al. discloses said web site server is capable of generating an ad by 
use of said returned electronic data at least in part (see paragraphs [0029], [0062]). 
As per Claim 39: 

Anderson et al. does not explicitly disclose said ad network is further configured 
to, in operation: parse at least a portion of the sent electronic data; query one or more 
databases with at least a portion of the parsed data; and provide said returning 
electronic data based at least in part on said query. 

However, Murphy discloses said ad network is further configured to, in operation: 
parse at least a portion of the sent electronic data; query one or more databases with at 
least a portion of the parsed data; and provide said returning electronic data based at 
least in part on said query (see col 4, lines 6-16, and col 4, lines 50-64 and claim 1). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to add parsing at least a portion of the sent electronic 
data; query one or more databases with at least a portion of the parsed data; and 
providing said returning electronic data based at least in part on said query to the 
system of Anderson et al.. One would have been motivated to do this in order to 
make appropriate inferences about customer's needs. 
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Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rodney M. Henry whose telephone number is 571-270- 
5102. The examiner can normally be reached on Monday through Thursday from 
7:30am to 6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on 571-272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-270-6102. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



RMH 
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